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DETAILED ACTION 

This office action is in response to applicant's request for continued examination 
filed February 13, 2001. 

Response to Amendment 

The declaration filed on February 13, 2007 under 37 CFR 1.131 is sufficient to 
overcome the Chaudhuri (U.S. 6,660,560) reference. 

Information Disclosure Statement 
The information disclosure statement (IDS) submitted on January 4, 2007 was 
filed after the mailing date of the final office action on September 29, 2003. The 
submission is in compliance with the provisions of 37 CFR 1.97. Accordingly, examiner 
has considered the information disclosure statement. 1 

Drawings 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the embedded 
inhibiting particles must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
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is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 

Claims 22, 26 and 27 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Estes et al. (U.S. 6,189,208). 
Estes (Fig .2-3) discloses: 



1 Note that while the applicant requested an IDS filed 12/29/03 to be considered, no such IDS was found. 
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(cl. 22, 27) a component package/ electronic assembly comprising an underfill material 
(5) over a plurality of pads (4) in a component-mounting area of a substrate, the 
underfill material comprising a filler material containing particles (Col. 6, Lines 45-48), a 
component (1) on the component-mounting area, such that terminals of the component 
are aligned with corresponding pads (Fig. 2) and substantially enveloped in the underfill 
material, the particles potentially inhibiting ("nonconductive"; Col. 2, Lines 40-45) 
suitable connection between corresponding terminals (pad) and pads unless the 
particles are substantially removed; with one or more particles being embedded (Col. 2, 
Lines 40-45) in one of the terminals, in its corresponding pad, or in both the one 
terminal, and terminals to physically contact the pads (Fig. 3); 
(cl. 26) wherein filler ("aluminum oxide; Col. 5, lines 30-32). 

With respect to the product by process limitations of claims 22 and 27 such as 
the process of "applying suitable pressure..." the prior art forms the same product as 
the claimed invention. "[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Allowable Subject Matter 

Claims 23, 24, 25, 35, 36 46 and 47 are allowable. 



The closest IDS submitted to that date was 1/5/04 that is attached with this office action. 
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The following is a statement of reasons for the indication of allowable subject 
matter: the prior art does not disclose or make obvious embedding particles of inhibiting 
material in one of terminals, pads or both with melted solder between the terminal and 
pads including all the limitations of the independent claim. The prior art in Shi et al. 
(U.S. 6,746,896) does disclose an underfill with solder between terminals and pads with 
inhibiting material/ silica embedded in its pads; however, it teaches that the inhibiting 
material is swept away once reflow/ melting takes place. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James M. Mitchell whose telephone number is (571) 

272- 1931. The examiner can normally be reached on M-F 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Whitehead Jr. can be reached on (571) 272-1702. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



ExMmtfeW. J.D. 



